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Claims 1.23. and 26 

Applicants respectful Jy traverse the rejection of independent claims 1, 23, and 26, and 
respectfully submit that the cited documents fail to support a proper prima facie case of 
obviousness, as follows. 

It is asserted in the Office Action that "the instant specification teaches that previously a 
composite image was formed on the surface of a substrate manually by a skilled applicator who 
would pull or stretch each film slightly, thus varying the tension, as it was being applied to a 
registration between the different panels used to form the composite image." However, "[t]he 
admitted prior art does not teach using registration marks on the film and aligning those 
registration marks up" (Office Action, page 2), It is also asserted that Krawczyk discloses a 
method of mounting multiple plastic sheets where . . . each portion has guidelines thereon for 
which are used to help align the design properly." It is concluded in the Office Action that "[i]t 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to include guides or registration marks in the method of the admitted prior art, because 
[for] a skilled artisan . . . there are instances where guidelines or registration marks would be 
helpfuj in aligning images on separate sheets as taught by Krawczyk." 

Tt is conceded in the Office Action that "[tjhe admitted prior an in view of Krawczyk 
docs not teach varying the tension on the second film along the length of the film to help ensure 
the marks are aligned properly", but that because Jensen "teaches . . . ways of aligning webs" it 
would have been "obvious to one having ordinary skill in the art a the time the invention was 
made to vary the tension on the length second web thus stretching or shrinking the space between 
the registration marks," 

Applicants respectfully traverse these assertions and submit that the documents cited in 
the Office Action fail to support a proper prima facie case of obviousness. For example, the 
cited documents fail to support the asserted suggestion or motivation to modify or combine the 
reference teachings, because the proposed combination would change the principle operation of 
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the prior art invention being modified. If the proposed modification or combination of the prior 
art would change the principJe of operation of the prior art invention being modified, then the 
teaching of the references are not sufficient to render the claims prima facie obvious (M.P.E.P. 
2143.01). Applicants' analysis as to how the proposed modification or combination of the prior 
art changes ihe principle of operation of the prior art is presented below. 

Krawczyk teaches that "items to be subsequently mounted" are packaged in "plastic 
sheets" where "one sheet includes an adhesive layer that adheres to the front face of the item** 
(Abstract). Krawczyk recognizes that "added care must be used when urging the sheet 12 against 
loose pieces so as not to change the relative position of the various tile pieces" (Col. 7, lines 51- 
56). In other words, Krawczyk teaches that it is undesirable to change the relative positions of 
the tile pieces. 

Applying the teachings of Jensen to Krawczyk as asserted in support of this rejection 
would, however, necessarily result in changing the relative positions of the tile pieces as the sheet 
1 2 was stretched as taught by Jensen. This would result in a distorted composite image for 
Krawczyk, a result which Krawczyk teaches is undesirable. Thus, the proposed combination of 
Jenseu with Krawczyk would change the principle of operation of at Krawczyk, and as such the 
teaching of the references are not sufficient lo render the claims prima facie obvious. 

Applicants respectfully request reconsideration and allowance of claims 1, 23, and 26. 

Claims 2-8. 13-19. 24. 25, and 27-33 

Applicants respectfully traverse the rejection of claims 2-8, 13-19, 24, 25, and 27-33, as 
follows. 

For claim 2, Applicants respectftilly submit that the Office Action does not present a 
proper prima facie case of obviousness as the Office Action did not explain with reasonable 
specificity the grounds for the obviousness rejection of claim 2. In particular, the Office Action 
did not explain with reasonable specificity what portions of the cited documents were relied upon 
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for teaching or suggesting that the tension under which the second film is dispensed is 
continuously applied to the second film during the dispensing, as recited in claim 2. 

In addition, the cited documents fail to support a proper prima facie case of obviousness 
for claim 2, For example, the cited documents fail to teach or suggest all the elements of claim 2. 
In particular, the cited documents tail to teach or suggest that the tension under which the second 
film is dispensed is continuously applied to the second film during the dispensing, as recited in 
claim 2. 

For claims 3-5, 13, 15, 16, 32, and 33, Applicants respectfully submit that each claim is a 
dependent daim of either independent claim 1 or 26. Applicants respectfully repeat the 
arguments presented above for independent claims \ and 26 that the cited documents faij to 
support a proper prima facie case of obviousness. As such, the Office Action fails to establish a 
prima facie case of obviousness for the rejection of claims 3-5, 13, 15, 16, 32, and 33. 

For claims 6-8, 24, and 25 Applicants respectfully submit that the Office Action does not 
present a proper prima facie case of obviousness as the Office Action did not explain with 
reasonable specificity the grounds for the obviousness rejection of claims 6-8, 24, and 25. )ji 
particular, the Office AcLion did not explain with reasonable specificity what portions of the cited 
documents were relied upon for teaching or suggesting that at least some of the second 
registration marks were removed from the second film, as recited in claim 6; that removing 
comprises removing a portion of the second film, as recited in claims 7 and 24; or that removing 
occurs before the second film is applied to the substrate, as recited in claims 8 and 25, 

In addition, the cited documents fail to support a proper prima facie case of obviousness 
for claims 6-8 ? 24, and 25. For example, the cited documents fail to teach or suggest all the 
elements of claims 6-8, 24, and 25, In particular, the cited documents fail to teach or suggest that 
at least some of the second registration marks are removed from the second film, as recited in 
claim 6; the cited documents fail to teach or suggest that removing the second registration marks 
from the second film comprises removing a portion of the second film, as rccited in claims 7 and 
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24; and the cited documents fail to teach or suggest that removing the second registration marks 
from the second film occurs before the second film is applied to the substrate, as recited in claims 
8 and 25. 

For claim 14, Applicants respectfully submit that the Office Action does not present a 
proper prima facie case of obviousness as the Office Action did not explain with reasonable 
specificity the grounds for the obviousness rejection of claim 14. In particular, the Office Action 
did not explain with reasonable specificity what portions of the cited documents were relied upon 
for teaching or suggesting that the first and second registration marks are distributed in regular 
intervals, as recited in claim 14. 

Tn addition, the cited documents fail to support a proper prima facie case of obviousness 
for claim 14. For example, the cited documents fail to teach or suggest all the elements of claim 
14. In particular, the cited documents fail to teach or suggest that the first and second registration 
marks are distributed in regular intervals, as recited in claim 14. 

For claims 17 and 18 Applicants respectfully submit that the Office Action docs not 
present a proper prima facie case of obviousness as the Office Action did not explain with 
reasonable specificity the grounds for the obviousness rejection of claims 17 and 1 8. In 
particular, the Office Action did not explain with reasonable specificity what portions of the cited 
documents were relied upon for teaching or suggesting registering a first and second portions of a 
composite image across the widths of the first and second films, as recited in claim 17; and what 
portions of the cited documents were relied upon for teaching or suggesting detecting a distance 
between a leading edge and a trailing edge of the second registration marks, wherein that distance 
is indicative of a position across the width of the second film, as recited in claim 18. 

In addition, the cited documents fail to support a proper prima facie case of obviousness 
for claims 17 and 18. For example, the cited documents fail to teach or suggest al l the elements 
of claims 17 and 18. In particular, the cited documents fail to teach or suggest registering a first 
and second portions of a composite image across the widths of the first and second films, as 
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rcciLed in claim 17; and detecting a distance between a leading edge and a trailing edge of the 
second registration marks, wherein that distance is indicative of a position across the width of the 
second film, as recited in claim 18. 

For claim 19, Applicants respectfully submit that the Office Action does not present a 
proper prima facie case of obviousness as the Office Action did not explain with reasonable 
specificity the grounds for the obviousness rejection of claim 19. In particular, the Office Action 
did not explain with reasonable specificity what portions of the cited documents were relied upon 
for leaching or suggesting that providing the first film on the substrate comprises applying the 
first film to the substrate under tension, as recited in claim 19. 

Vn addition, the cited documents fail to support a proper prima facie case of obviousness 
for claim 19. For example, the cited documents fail to teach or suggest all the elements of claim 
19. In particular, the cited documents fail to teach or suggest that providing the first film on the 
substrate comprises applying the first film to the substrate under tension, as recited in claim 19. 

For claims 27-31, Applicants respectfully submit that the Office Action does not present a 
proper prima facie case of obviousness as the Office Action did not explain with reasonable 
specificity the grounds for the obviousness rejection of claims 27-31. In particular, the Office 
Action did not explain with reasonable specificity what portions of the cited documents were 
relied upon for teaching or suggesting that the first and second registration marks are invisible, as 
recited in claim 27; that the second registration marks are invisible, as recited in claim 28; that 
the second registration marks are washable, as recited in claim 29; that the first and second films 
are provided in roll form, as recited in claim 30; and that the lengths of the first and second films 
are at least as great as the length of the composite image, as recited in claim 31. 

Tn rlrfrlitinn tbi» ntkmd di ■ iT'li i ,i „• ..... w 

for claims 27-31. For example, the cited documents fail to teach or suggest all the elements of 
claims 27-31. In particular, the cited documents fail to teach or suggest that the first and second 
registration marks are invisible, as recited in claim 27; that the second registration marks are 
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invisible, as recited in claim 28; that the second registration marks are washable, as recited i 
claim 29; that the first and second films are provided in roll form, as recited in claim 30; and that 
the lengths of the first and second films are at least as great as the length of the composite image, 
as recited in claim 3 1 . 

Applicants respectfully request reconsideration and allowance of claims 2-8, 13-19, 24, 
25, and 27-33. 



Claims 9-12 

It is asserted in the Office Action that "[regarding claims 9-12, invisible and washable 
registration marks are within the purview of one having ordinary skill in the art, because it would 
be preferable that the alignment marks not be intrusive to the composiLe image." Applicants 
respectfully traverse theses assertions and request one or more documents in support of the 
assertions as required by M.PJE.P. 2144.03. 

Claims 20-22 

For claims 20-22, Applicants respectfully submit that claims 20-22 arc dependent claims 
of independent claim 1. Applicants respectfully repeat the arguments presented above for 
independent claim 1 that the cited documents fail to support a proper prima facie case of 
obviousness and that a proper prima facie case of obviousness has not been presented in the 
Office Action. As such, the Office Action fails to establish a prima facie case of obviousness for 
the rejection of claims 20-22. 
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Summary 

It is respectfully submitted that the pending claims 1-33 are in condition for allowance and 
notification to that effect is respectfully requested. The Examiner is invited to contact Applicants' 
Representatives, at the below-listed telephone number, if it is believed that prosecution of this 
application may be assisted thereby. 



Respectfully submitted for 
Conrad V. ANDERSON ct al. 
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Mueting, Raasch & Gebhardl, P,A. 
P.O. Box 581415 
Minneapolis, MN 55458-1415 
Phone: (612) 305-1220 
Facsimile: (612) 305-1228 



By: 




Kevin W. Raasch 
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Direct Dial (612)305-121 8 
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